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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which fomns the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

3. Claims 1-5. 10-12. 16, 18-22. 26-28. 31. 33 and 34 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Einola et al (US 6.438,370) in view of Holma et a! 
(US 6.836.471). 

Regarding claim 1. Einola teaches a method implemented in a mobile radio 
terminal for reducing signaling associated with the mobile radio terminal entering a new 
geographic coverage area (see column 3. lines 40-67). comprising: establishing a 
connection with a radio access network (see fig.4, wireless connection between 405 
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and BS), receiving from the radio access network information associated with one of the 
geographic coverage areas indicating whether the one geographic coverage area 
requires a geographic coverage area update procedure (see column 3, lines 40-67 and 
see column 4, lines 1-45), during the connection, selecting the one geographic 
coverage area (see column 3, lines 40-67 and see column 4, lines 1-45),and 
determining whether to perform a geographic coverage area update procedure 
depending on the received information associated with the one geographic coverage 
area (also see column 3, lines 40-67 and see column 4, lines 1-45), the radio access 
network is shared by two operators (see fig.3, PSTN and PDN and see column 8, lines 
14-24). 

Einola does not specifically disclose the information indicates that the geographic 
coverage area update procedure should be performed for geographic coverage areas 
that are shared by the two operators and the geographic coverage area update 
procedure need not be performed for geographic coverage areas that are not shared by 
the two operators. 

Holma teaches the radio access network is shared by two operators (see column 
1, lines 14-24, column 2, lines 54 to column 3. line 61 and see fig. 1, overlapped cells) 
and the infomnation indicates that the geographic coverage area update procedure 
should be performed for geographic coverage areas that are shared by the two 
operators (see column 1, lines 14-24, column 2, lines 54 to column 61, line 3) and the 
geographic coverage area update procedure need not be performed for geographic 
coverage areas that are not shared by the two operators (also see column 1, lines 14- 



Application/Control Number: 10/046,563 Page 4 

Art Unit: 2686 

24. column 2, lines 54 to column 3, line 61 . In Holme, when the mobile temiinal is 
completely located inside geographic coverage areas that are not covered by two cells, 
the reception level of signal is stronger (column 4, lines 18-29, see "signal strength"). 
As a result, the mobile terminal does not need to perform geographic coverage area 
update procedure). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the teaching of Holma into the system of Einola 
in order to provide a method and system for inter-operator handover in a 
telecommunications network (see Holma, Abstract). 

Regarding claim 2, Einola further teaches the information associated with one or 
more geographic coverage areas indicates restricted geographic coverage areas that 
require a geographic coverage area update procedure (column 3, lines 40-67 and see 
column 4, lines 1-45, see "whether a notification to the MS for location update is 
needed." Therefore, the teaching of Einola inherently teaches Applicant's "areas 
indicates restricted geographic coverage areas that require a geographic coverage area 
update procedure"). 

Regarding claim 3, Einola further teaches the information associated with one or 
more geographic coverage areas indicates geographic coverage areas that do not 
require a geographic coverage area update procedure (see column 3, lines 40-67). 

Regarding claim 4, Einola further teaches the geographic coverage area update 
procedure involves communication with a core network coupled to the radio access 
network (see column 8, lines 15-24 and see Fig.17, "PSTN" and "IP"). 



Application/Control Number: 10/046,563 Page 5 

Art Unit: 2686 

Regarding claim 5, claim 5 is rejected with a similar reason as set forth in claim 4 

above. 

Regarding claim 10, claim 10 is rejected with a similar reason as set forth in 
claim 1 above. 

Regarding claim 11, Einola further teaches the mobile radio terminal uses the 
information to determine whether to perform a geographic coverage area update 
procedure before selecting the one geographic coverage area (see column 3, lines 40- 
67). 

Regarding claim 12, claim 12 is rejected with a similar reason as set forth in 
claim 2 above. 

Regarding claim 16, claim 16 is rejected with a similar reason as set forth in 
claim 4 above. 

Regarding claim 18, claim 18 is rejected with a similar reason as set forth in 
claim 1 above. 

Regarding claim 19, Einola further teaches the information associated with the 
one geographic coverage area indicates that a geographic coverage area update 
procedure is required (see column 3, lines 40-67). 

Regarding claim 20, claim 20 is rejected with a similar reason as set forth in 
claim 3 above. 

Regarding claim 21 , claim 21 is rejected with a similar reason as set forth in 
claim 4 above. 
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Regarding claim 22, claim 22 is rejected with a similar reason as set forth in 
claim 4 above. 

Regarding claim 26, claim 26 is rejected with a similar reason as set forth in 
claim 1 above. 

Regarding claim 27, claim 27 is rejected with a similar reason as set forth in 
claim 1 1 above. 

Regarding claim 28, claim 28 is rejected with a similar reason as set forth In 
claim 2 above. 

Regarding claim 31, claim 31 is rejected with a similar reason as set forth in 
claim 4 above. 

Regarding claim 33, claim 33 is rejected with a similar reason as set forth in 
claim 1 above. 

Regarding claim 34, claim 34 is rejected with a similar reason as set forth in 
claim 4 above. 

4. Claims 7-9, 13-15, 24, 25, 29, 30. 36 and 37 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Einola et a! (US 6,438,370) in view of Holma et al (US 
6,836,471) and further in view of Bharatia (US 6,763,233). 

Regarding claim 7, the combination of Einola and Holma teaches the method in 
claim 1 . The combination of Einola and Holma does not specifically disclose the 
geographic coverage area is a location area, the radio access network is a UMTS 
terrestrial radio access network (UTRAN), and the mobile radio terminal is in a 
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connected mode. 

Bharatia teaches the geographic coverage area is a location area, the radio 
access network is a UIVITS terrestrial radio access network (UTRAN), and the mobile 
radio terminal is in a connected mode (see column 9, lines 55-67), 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the teaching of Bharatia into the system of 
EInola and Holma in order to support wireless communications for 2G and 3G mobile 
terminals. 

Regarding claim 8, Einola further teaches the location area access indicator is a 
flag which when set indicates that a location update is required when entering the 
location area, and when not set indicates that a location update is not required when 
entering the location area (see column 4, lines 1-45). 

Regarding claim 9, claim 9 is rejected with a similar reason as set forth in claim 8 

above. 

Regarding claim 13, claim 13 is rejected with a similar reason as set forth in 
claim 7 above. 

Regarding claim 14, claim 14 is rejected with a similar reason as set forth in 
claim 8 above. 

Regarding claim 15, claim 15 is rejected with a similar reason as set forth in 
claim 8 above. 

Regarding claim 24, claim 24 is rejected with a similar reason as set forth in 
claim 7 above. 
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Regarding claim 25. claim 25 is rejected with a similar reason as set forth in 
claim 8 above. 

Regarding claim 29, claim 29 is rejected with a similar reason as set forth in 

claim 7 above. 

Regarding claim 30, claim 30 is rejected with a similar reason as set forth in 
claim 8 above. 

Regarding claim 36, claim 36 is rejected with a similar reason as set forth in 
claim 7 above. 

Regarding claim 37, claim 37 is rejected with a similar reason as set forth in 
claim 8 above. 

Regarding claim 38, Einola teaches a system broadcast message fomnat 
transmitted from a terrestrial radio access network over a radio interface to mobile radio 
terminals (see fig.1 , wireless connection between handsets 1 10 and thee base station 
118), comprising: a system information message identification field (see column 4, lines 
1-45), a location area identification field (see column 3, lines 40-67 and see column 4, 
lines 1-45), and a location area access restriction field (column 3, lines 40-67 and 
column 4, lines 1-45, see "whether a notification to the MS for location update is 
needed." Therefore, the teaching of Einola inherently teaches Applicant's "a location 
area access restriction field indicating whether a mobile radio terminal in a connected 
mode with the network is required to perform a location area update procedure") 
indicating whether a mobile radio terminal in a connected mode with the network is 
required to perfomi a location area update procedure when entering the location area 



Application/Control Number: 10/046.563 Page 9 

Art Unit: 2686 

identified by the location area identification field (also see column 3, lines 40-67 and see 
column 4. lines 1-45) and the network is shared by two different network operators (see 
fig.3, PSTN and PDN and see column 8, lines 14-24). 

Einola does not specifically disclose the location area access restriction field 
indicates that a location area update procedure should be performed for location areas 
that are shared by the two network operators and the location area update procedure 
need not be performed for location areas that are not shared by the two network 
operators. 

Holma teaches the location area access restriction field indicates that a location 
area update procedure should be performed for location areas that are shared by the 
two network operators and the location area update procedure need not be perfomied 
for location areas that are not shared by the two network operators (also see column 1 , 
lines 14-24, column 2, lines 54 to column 3, line 61 . In Holma, when the mobile terminal 
is completely located inside geographic coverage areas that are not covered by two 
cells (also see column 1 , lines 14-24, column 2, lines 54 to column 3, line 61), the 
reception level of signal is stronger (column 4, lines 18-29, see "signal strength"). As a 
result, the mobile terminal does not need to perform geographic coverage area update 
procedure). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the teaching of Holma into the system of Einola 
in order to provide a method and system for inter-operator handover in a 
telecommunications network (see Holma, Abstract). 
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The combination of Einola and Holma des not specifically disclose a network is a 
UMTS terrestrial radio access network (UTRAN). 

Bharatia teaches a network is a UMTS terrestrial radio access network (UTRAN) 
(see column 9, lines 55-67 and see column 2. line 66 to column 3. line 10). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the teaching of Bharatia into the system of 
Einola and Holma in order to support wireless communications for 2G and 3G mobile 
terminals. 

5. Claim 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over Einola et 
a! (US 6.438,370) in view of Holma et al (US 6,836,471 ) and further in view of Bharatia 
(US 6,763,233) and Burgan et al (US 6,675,022). 

Regarding claim 39, the combination of Einola and Bharatia teaches the system 
broadcast message format in claim 38. The combination of Einola and Bharatia does 
not specifically disclose the location area identification field includes a flag which is set 
for a location area that is shared by two operators and which is not set for a location 
area that is not shared by two operators. 

Burgan teaches the location area identification field includes a flag which is set 
for a location area that is shared by two operators and which is not set for a location 
area that is not shared by two operators (see column 16, lines 21-25). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to provide the teaching of Burgan into the system of Einola 
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and Bharatia in order to reduce the likelihood of service coverage holes in the wide area 
communication system (see Burgan, column 4, lines 50-53). 



6. Applicant's arguments with respect to claims 1-5, 7-16, 18-22, 24-31 . 33, 34 and 
36-39 have been considered but are moot in view of the new ground(s) of rejection. 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nghi H. Ly whose telephone number is (571 ) 272-791 1 . 
The examiner can normally be reached on 8:30 am-5:30 pm Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marsha Banks-Harold can be reached on (571) 272-7905. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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